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Amendments to the Claims: 



The listing of claims below will replace all prior versions and listings of claims in 



the application: 
Listing of Claims : 

1. (Previously Presented) Apparatus for determining the location of an item, from 
among a plurality of like items, said apparatus comprising, in combination: 

(a) a paging device adapted to be located on or near said item, said paging device 
having a unique paging device identification code and including: 

(1) an RF receiver for receiving and detecting RF transmissions from a 
commercial paging service, said RF transmissions including a paging device 
identification code for a particular paging device and a paging message associated 
therewith; 

(2) a comparator, connected to said RF receiver, for determining when the 
paging device identification code received from the commercial paging service equals the 
paging device identification code for the respective paging device; 

(3) a decoder, connected to the RF receiver and the comparator, for decoding 
the paging message when enabled by said comparator, one of said paging messages 
including a command to emit a locator signal; 

(b) a locator transmitter, adapted to be co-located with said item and said paging 
device and being connected to said paging device, said locator transmitter producing a 
locator signal in response to a command from said paging device; and 
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(c) a locator device, within range to receive said locator signal, for determining the 
location of said locator transmitter; 

(d) a transponder tag, adapted to be co-located on or near said item with said paging 
device, said tag having means for emitting an RF signal in response to an RF 
interrogation, said RF signal containing a unique tag identification code; 

(e) a transponder reader for producing an RF interrogation for a transponder tag, for 
receiving an RF signal from a tag in response to such interrogation and for decoding the 
tag identification code from said RF signal; and 

(f) a computer coupled to the transponder reader and having stored therein, in association 
with each other, both the paging device identification code and the tag identification 
code. 

2. (Canceled) 

3. (Currently Amended) The apparatus defined in claim [[2]]I, wherein the 
transponder tag utilizes energy from said RF interrogation to transmit said RF signal, 

whereby said transponder tag requires no other power source. 

4. (Previously Presented) The apparatus defined in claim 1, wherein one of said 
paging messages includes a command to switch off the co-located tag, and wherein said 
apparatus further comprises a tag control device, connected to said paging device and to 
said tag, for preventing said tag from responding to an RF interrogation when said switch 
off command is received by said paging device. 
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5. (Previously Presented) The apparatus defined in claim 1, further comprising a 
CPU, coupled to said transponder reader, for initiating a page by said commercial paging 
system. 

6. (Original) The apparatus defined in claim 1, wherein said locator transmitter 
produces, and said locator device receives, a RF locator signal. 

7. (Original) The apparatus defined in claim 1, wherein said locator transmitter 
produces, and said locator device receives, an infrared locator signal. 

8. (Original) The apparatus defined in claim 6, wherein said locator transmitter 
produces, and said locator device receives, an ultrasound locator signal. 

9. (New) A system for locating a tagged item, comprising: 

a paging device attached or in close proximity to an item to be located, said 
paging device identified by a paging device address and having an RF receiver 
configured to receive paging signals from a paging system; 

a transponder tag containing a unique code identifying said item, said transponder 
tag attached or in close proximity to said item; and 

a transponder reader operable to receive an RF signal from said transponder tag 
and extract a tag identification code contained in said RF signal. 
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10. (New) The system of Claim 9, further comprising a server configured to receive 
information signals from said transponder reader and communicate information 
concerning the item or transponder tag to said paging system. 

1 1 . (New) The system of Claim 9, further comprising a controller configured to 
receive a command signal from said paging device. 

12. (New) The system of Claim 1 1 wherein said command signal contains a 
command to deactivate said transponder tag. 

13. (New) The system of Claim 9, further comprising a location receiver module 
having one or more receivers operable to determine the location of said paging device. 
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REMARKS/ARGUMENTS 

This Amendment is submitted with a Request for Continued Examination and a 
petition to revive for unintentional abandonment. It is responsive to the Final Office 
Action mailed from the USPTO on November 17, 2003. Upon entry of the Amendment, 
which amends Claim 3 and adds new Claims 9-13, Claims 1-13 are pending. 

In the November 17, 2003 Office Action, Claims 1 and 3-8 were rejected under 
35 U.S.C. § 1 12, Second Paragraph, as allegedly being indefinite. Claims 1 and 4-6 were 
rejected under 35 U.S.C. § 103(a) as allegedly being unpatentable over U.S. Patent No. 
5,576,692 to Tompkins et al. (hereinafter referred to as "Tompkins et al.") in view of 
U.S. Patent No. 5,684,859 to Chanroo et al., and further in view of U.S. Patent No. 
6,236,836 to Westman et al. (hereinafter referred to as "Westman et al. Claim 3 was 
rejected under 35 U.S.C. § 103(a) as allegedly being unpatentable over Tompkins et al. in 
view of Chanroo et al. in view of Westman et al. and further in view of U.S. Patent No. 
6,412,086 to Friedman et al. (hereinafter referred to as "Friedman et al."). Finally, 
Claims 7 and 8 were rejected under 35 U.S.C. § 103(a) as allegedly being unpatentable 
over Tompkins et al. in view of Chanroo et al. in view of Westman et al. and further in 
view of U.S. Patent No.6,424,928 to Elliott et al. (hereinafter referred to as "Elliott et 
al."). Applicant respectfully requests reconsideration of the claims in view of the above 
amendments and the comments below. 

35 U.S.C. § 112, Second Paragraph, Claim Rejections 
On pages 2-3 of the Office Action, Claims 1 and 3-8 were rejected under 35 
U.S.C. § 1 12, Second Paragraph, as allegedly being indefinite. Specifically, it is asserted 
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in the Office Action that use of the phrase "the like" in Claims 1 and 3-8 renders the 
claims indefinite, and the scope of the claims unascertainable. For the following reasons 
Applicant believes that the § 112 rejections cannot be properly maintained. 

Applicant does not disagree that use of the phrase "the like" would render the 
claims indefinite. However, despite what is asserted in the Office Action, that phrase is 
not used in any of Claims 1 and 3-8. Because the phrase is not present in the claims, the 
§ 1 12 rejections cannot be properly maintained. Applicant requests, therefore, that the 
rejections of Claims 1 and 3-8 be withdrawn. 

35 U.S.C. § 103(a) Claim Rejections 

In the Office Action, independent Claim 1 was rejected under 35 U.S.C. § 103(a) 
as allegedly being unpatentable over Tompkins et al. in view of Chanroo et al., and 
further in view of Westman et al. Claims 3-8, which all depend from independent Claim 
1, were also rejected as allegedly being unpatentable over Tompkins et al. in view of 
Chanroo et al. in view of Westman et al. and further in view of either Friedman et al. 
(Claim 3) or Elliott et al. (Claims 7 and 8). For the following reasons Applicant 
respectfully believes that these § 103(a) rejections cannot be properly maintained. 

Tompkins et al. discloses a system for tracking or locating luggage in airports 
dispersed over a wide geographic area. The system utilizes a paging system and beeper 
paging units attached to each piece of luggage to be tracked or located. Each beeper 
paging units is assigned a unique code, so that luggage pieces can be distinguished from 
one another. 
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Chanroo et al. discloses a "selective call system" comprising a paging controller 
104 coupled to a telephone network 102, a plurality of base sites 120-124, a subscriber 
database 130 containing location identifiers 132. A subscriber uses a selective call 
receiver 108, which receives call signals from the paging controller 104. A 
decoder/controller 306 of a selective call receiver 108 assigned to a particular subscriber 
compares a location identifier 132 sent from a base site of a given service area to the 
subscriber's home location identifier to determine whether the subscriber has roamed to a 
new service area. If it is determined that the subscriber has roamed to a new service area, 
the selective call receiver 108 transmits an acknowledgment-back signal to the base sites 
of the new service area. The selective call receiver 108 also sends the new location 
identifier to the subscriber's home service area so that all paging information can be 
routed to the new service area indicated by the new location identifier. 

Westman et al. discloses a system for surveillance and localization of movable 
objects (e.g. transport bags for valuables, larger valuables, persons/children or certain 
types of domestic animals (dogs, cats, etc.)). The system uses a paging system and a 
"transponder" that "contains a receiver, preferably of the type in a paging system, a 
decoder, a logic unit, a transmitter portion and a power supply." (Westman et al., col. 3, 
linesl5-19). The paging system (identified as system "A" in the specification) sends 
control information to the transponder (identified as system "B"). 

Independent Claim 1 of the present patent application, by contrast, claims an 
apparatus for determining the location of an item that includes "paging device" and a 
"transponder tag, which is "adapted to be co-located on or near said item with said paging 
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device." The "paging device is further recited to include "an RF receiver", a 
"comparator" and a "decoder". 

Tompkins et al, Chanroo et al. and Westman et al., whether considered alone, in 
combination, or whether modified by one another, do not teach or suggest a system for 
locating an item having a paging device co-located with a transponder tag. Indeed, in the 
Office Action it is acknowledged that neither Tompkins et al. nor Chanroo et al. teach or 
suggest a system utilizing co-located transponder and paging device. The Westman et al 
reference does not either. 

It is true that the transponder in Westman et al. system contains a receiver, 
"preferably of the type in a paging system" (col. 3, line 17-18); however that receiver is 
part of the transponder. In other words, contrary to what is asserted in the Office Action, 
Westman et al. do not teach or suggest a system having a paging receiver that is separate 
and distinct from a transponder tag. For at least this first reason, Applicant respectfully 
believes that the § 103 rejections of Claims 1 and 4-6 cannot be properly maintained. 

Further, none of the three cited references, whether considered alone, in 
combination, or modified by one another teach or suggest that the transponder may be a 
"transponder tag" or that the system include a "transponder reader" for "producing an RF 
interrogation for [the] transponder tag. . .and for decoding [a] tag identification code" as 
Claim 1 recites. At most, the three cited references only discuss a paging device address 
code. 

Finally, none of the three cited references, whether considered alone, in 
combination, or modified by one another teach or suggest a system having a "computer" 
coupled to a "transponder reader" and having stored therein, in association with each 
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other, "both" a "paging device identification code" and a "tag identification code." 
Indeed, there is no teaching or suggestion whatsoever in the references of a system 
having a computer that stores both a paging device identification code and a tag 
identification code. 

For at least the foregoing reasons Applicant believes that the § 103 rejection of 
independent Claim 1 cannot be properly maintained. Applicant respectfully requests, 
therefore, that the rejections of independent Claim 1 be withdrawn. 

The other rejected claims (i.e. Claims 3-8) all depend from independent Claim 1. 
Accordingly, they are believed to be patentable over the cited art of record for at least the 
same reasons provided above. Applicant respectfully requests, therefore, that the § 103 
rejections of dependent Claims 3-8 also be withdrawn. 

New Claims 

New Claims 9-13 are believed to be allowable over the cited prior art of record 
for at least the same or similar reasons as provided above. 
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CONCLUSION 



In view of the foregoing, Applicant believes all claims now pending in this 
Application are in condition for allowance. The issuance of a formal Notice of 
Allowance at an early date is respectfully requested. 

If the Examiner believes a telephone conference would expedite prosecution of 
this application, please telephone the undersigned at 408-282-1857. 



THELEN REID & PRIEST LLP 
P.O. Box 640640 
San Jose, C A 95164-0640 
(408) 282-1857 Telephone 
(408) 287-8040 Facsimile 



Respectfully submitted, 



Dated: 7-l£ -Q^ 




William E. Whit 
Reg. No. 42,232 
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